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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election of Group I (claims 1-12 and 26-29) in the reply filed on 
09/05/2008 is acknowledged. Because applicant did not distinctly and specifically point 
out the supposed errors in the restriction requirement, the election has been treated as 
an election without traverse (MPEP § 818.03(a)). 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-5, 7-12, 26-29 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Koskinen etal. (EP 109681 3 A2). 

Consider claim 1 , Koskinen discloses a wireless terminal participating in a 
packet-switched communications session to provide notice of receipt of an incoming 
circuit-switched call, comprising (see fig. 1a, col. 7 lines 28-32 and 56-58, col. 8 lines 
1-13): receiving a paging request associated with the incoming circuit-switched call (see 
col. 7 lines 32-56); and notifying a server associated with the packet-switched 
communications session that the wireless terminal has received the incoming circuit 
switched call (see col. 7 line 58, col. 8 lines 1-13). 



Application/Control Number: 10/812,700 Page 3 

Art Unit: 2617 

Consider claim 2, Koskinen discloses the invention of claim 1 above. Koskinen 
also discloses wherein notifying the server associated with the packet-switched 
communications session that the wireless terminal has received the incoming circuit- 
switched call comprises forwarding a notification message from the wireless terminal to 
the server over a circuit-switched channel (see col. 6 lines 25-29). 

Consider claim 3, Koskinen discloses the invention of claim 2 above. Koskinen 
also discloses wherein the incoming circuit-switched call comprises a circuit-switched 
call transmitted over a GSM network, and wherein the circuit-switched channel is the 
SMS data bearer (see col. 1 lines 37-42, col. 6 lines 22-29). 

Consider claim 4, Koskinen discloses the invention of claim 3 above. Koskinen 
also discloses wherein the notification message comprises a text message or an e-mail 
message transmitted over the SMS data bearer (see col. 1 lines 37-42). 

Consider claim 5, Koskinen discloses the invention of claim 3 above. Koskinen 
also discloses wherein the notification message is forwarded via an IP level connection 
over the SMS data bearer (see col. 1 lines 37-42). 

Consider claim 7, Koskinen discloses the invention of claim 1 above. Koskinen 
also discloses wherein notifying the server comprises forwarding a message from the 
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wireless terminal to the server associated with the packet-switched communications 
session (see col. 8 lines 1-13). 

Consider claim 8, Koskinen discloses the invention of claim 1 above. Koskinen 
also discloses notifying the server associated with the packet-switched communications 
session upon termination of the incoming circuit-switched call (see col. 9 lines 41-47). 

Consider claim 9, Koskinen discloses the invention of claim 8 above. Koskinen 
also discloses wherein the notification forwarded upon termination of the incoming 
circuit-switched call is forwarded over a circuit-switched channel (see col. 6 lines 25-29, 
col. 9 lines 41-47). 

Consider claim 10, Koskinen discloses the invention of claim 8 above. Koskinen 
also discloses wherein the notification forwarded upon termination of the incoming 
circuit-switched call is forwarded over a packet-switched channel (see col. 8 lines 3-13, 
col. 9 lines 41-47) 

Consider claim 1 1 , Koskinen discloses the invention of claim 1 above. Koskinen 
also discloses notifying a remote terminal that the wireless terminal has temporarily 
suspended participation in the packet-switched communications session (see fig. 1a, 
col. 7 lines 56-58, col. 8 lines 1-13). 
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Consider claim 12, Koskinen discloses the invention of claim 1 above. Koskinen 
also discloses wherein notifying the server associated with the packet-switched 
communications session that the wireless terminal has received the incoming circuit 
switched call comprises forwarding a notification message from the wireless terminal to 
the server over a packet-switched channel prior to answering the incoming circuit- 
switched call (see col. 7 lines 56-58, col. 8 lines 1-13 and 16-19). 

Consider claim 26, Koskinen discloses a transceiver (fig. 2a, col. 6 lines 4-6); 
and a packet-switched suspension notification circuit coupled to the transceiver that is 
configured to generate a notification message to a server controlling a packet-switched 
communications session when the wireless terminal temporarily suspends participation 
in the packet-switched communications session (see fig. 2a, col. 7 lines 56-58, col. 8 
lines 1-13). 

Consider claim 27, Koskinen discloses the invention of claim 26 above. Koskinen 
also discloses a circuit-switched communications circuit, wherein the packet-switched 
suspension notification circuit generates the notification message in response to receipt 
of a circuit-switched page by the circuit-switched communications circuit (see fig. 2a, 
col. 7 lines 56-58, col. 8 lines 1-13). 

Consider claim 28, this claim discusses the same subject matter as claim 1 . 
Therefore, it has been analyzed and rejected based upon the rejection to claim 1 . 
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Consider claim 29, this claim discusses the same subject matter as claim 1 . 
Therefore, it has been analyzed and rejected based upon the rejection to claim 1 . 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



6. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Koskinen 
etal. (EP 1096813 A2), hereafter "Koskinen," in view of Nasielski etal. (US 
20050041 640 A1 ), hereafter "Nasielski." 

Consider claim 6, Koskinen discloses the invention as in claim 1 above. 

Koskinen, however, does not particular refer to wherein the notification message 
includes an identification associated with the wireless terminal. 
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Nasielski, in analogous art, teaches a notification message that includes an 
identification associated with a wireless terminal (see par. 0032 lines 6-9). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the invention of Koskinen and have it include a 
notification message that includes an identification associated with a wireless terminal, 
as taught by Nasielski. The motivation would have been in order to determine the 
proper routing of the call (see par. 0032 lines 6-9). 

7. Claim 31-35 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Koskinen etal. (EP 1096813 A2), hereafter "Koskinen," in view of Crocker et al. (US 
20050169223 A1 ), hereafter "Crocker." 

Consider claim 31 , Koskinen discloses the invention as in claim 1 above. 
Koskinen, however, does not particular refer to wherein the packet-switched 
communication session comprises a push-to-talk session. 

Crocker, in analogous art, teaches a packet-switched communication session 
comprises a push-to-talk session (see fig. 2, par. 0033 lines 14-16). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the invention of Koskinen and have it include a packet- 
switched communication session comprises a push-to-talk session, as taught by 
Crocker. The motivation would have been in order to provide a more efficient bandwidth 
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utilization system for PTT sessions utilizing an IP-based protocol, (see par. 0008 lines 
6-10). 

Consider claim 32, Koskinen as modified by Crocker discloses the invention as in 
claim 31 above. Koskinen also discloses wherein notifying the server associated with 
the packet-switched communication session that the wireless terminal has received the 
incoming circuit-switched call includes notifying the server that wireless terminal has 
suspended the push-to-talk session (see col. 7 lines 56-58, col. 8 lines 1-13). 

Consider claim 33, Koskinen as modified by Crocker discloses the invention as in 
claim 32 above. Koskinen also discloses wherein notifying the server associated with 
the packet-switched communication session that the wireless terminal has received the 
incoming circuit-switched call comprises notifying the server associated with the packet- 
switched communications session that the wireless terminal has received the incoming 
circuit switched call over a circuit-switched channel (see col. 6 lines 25-29). 

Consider claim 34, Koskinen as modified by Crocker discloses the invention as in 
claim 33 above. Koskinen also discloses wherein the circuit-switched channel is the 
SMS data bearer (see col. 1 lines 37-42, col. 6 lines 22-29). 

Consider claim 35, Koskinen as modified by Crocker discloses the invention as in 
claim 34 above. Koskinen also discloses wherein notifying the server associated with 
the packet-switched communication session that the wireless terminal has received the 
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incoming circuit-switched call comprises notifying the server associated with the packet- 
switched communications session that the wireless terminal has received the incoming 
circuit switched call over a packet-switched channel before the push-to-talk session is 
suspended (see col. 7 lines 56-58, col. 8 lines 1-13 and 16-19). 
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Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Marcos Batista, whose telephone number is (571) 270- 
5209. The Examiner can normally be reached on Monday-Thursday from 8:00am to 
5:00pm. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Rafael Perez-Gutierrez can be reached at (571) 272-7915. The fax phone 
number for the organization where this application or proceeding is assigned is (571) 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free) or 703-305-3028. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist/customer service whose telephone 
number is (571)272-2600. 

Marcos Batista 
/M. B./ 



/Rafael Perez-Gutierrez/ 
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